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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 08 November 2004 , 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application Is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-25 Is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) [3 Claim(s) 1-25 is/are rejected. 

Claim(s) is/are objected to. 

8) \3 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments with respect to claims 1-25 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC§102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 
21(2) of such treaty in the English language, 

3. Claims 1-25 are rejected under 35 U.S.C. 102(e) as being anticipated by Hendricks et al. 
(U.S. Patent No. 6,738,978 Bl). 

Regarding claim 1, Hendricks discloses "an interactive digital video service network, 
comprising: means for providing a digital signal, the digital signal having information reflective 
of at least one regular program and at least one Background Commercial; an end user, the end 
user having a receiver for receiving the digital signal and a presentation unit for displaying at 
least a portion of the digital signal; a channel communicating the digital signal from the means 
for providing a digital signal to the receiver; selection means for allowing the end user to select 
between the at least one regular program and the at least one Background Commercial for 
display on the presentation unit; and a return channel communicating Background Commercial 
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Viewing Data from the receiver to a digital service operator" (Figs. 1 & 2 for an interactive 
digital video service network, either analog and digital signal service is provided, col. 7/line 45 
to col. 8/line 30; the end user, as shown in Figure 3, uses a remote interface for controlling the 
TV and cable box or set top terminal 220 — a receiver in receiving digital stream signals — also as 
a communication device for providing upstream interactive activities to the network controller 
214 -regarding as using "return channel" for commxmicating to the headend cable system, 
namely, the network controller 214; furthermore, network controller 214 (refer now to Fig. 5), 
includes a human operator for assisting customers/users for interactive services, col. 16/Unes 48- 
61 & col. 17/lines 55-67; the user/subscriber can watch regular television/video program or order 
a special program (as in Fig. 27a & 28a-28b), and further the user can switch to commercial 
channels (in Figs, 34b & 34c, for interactive services to a shopping center, airline reservations, 
hotel reservations etc. or cable subscription services; the conmiercial channels regarding as 
"background commercial channels" are separate channels from regular broadcast 
television/video services, see Fig. 20b and coL 38/lines 15-36). 

As for claim 2, Hendricks further discloses "wherein the information reflective of the at 
least one Background Commercial contains Audio-visual Information & Banner Information, the 
Banner Information being presented to the presentation unit with the at least one regular 
program" (Figs. 30c-30g for banners and commercial with audio/visual information, col. 47/lines 
7-38). 
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As for claim 3, Hendricks further discloses "comprising a control switch whereby the 
user can filter the Background Commercial portion of the digital signal from being delivered to 
the presentation unit", i.e., the network has network controller 214 for controlling the switching 
of digital signals with background commercial portion being delivered to the user so that the user 
can filter what would be delivered to him/her, col. 16/lines 16-61), 

As for claim 4, Hendricks further discloses "comprising a means for communicating the 
Background Commercial Viewing Data over the retum channel from the receiver to the service 
operator, and means for updating a Background Commercial Viewing Record with the 
Background Commercial Viewing Data communicated from the receiver to the digital service 
operator", i.e., "on the fly programming" is controlled by a service operator for communicating 
with subscribers on upstream links (Fig. 3/216), and the system is digital as noted earHer, col. 
16/lines 48-61 & col. 17/line 55 to col. 18/line 40). 

As for claims 5-10, these claims for "an interactive digital video service network, 
comprising: means for providing a digital signal, the digital signal having information reflective 
of at least one regular program and at least one Background Commercial, wherein the 
information reflective of the at least one Background Commercial contains Banner Information; 
an end user, the end user having a receiver for receiving the digital siral and a presentation tmit 
for displaying at least a portion of the digital signal, the Banner Information being presented to 
the presentation unit with the at least one regular Program; and a channel communicating the 
digital signal from the means for providing a digital signal to the receiver" together with the 
viewing record as in claim 10 regarding as the user/viewer profile of Hendricks (Fig. 12 with 
viewer log file, and col. 31/line 18-col. 32/line 65, the system uses the viewer profile for 
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targeting appropriate advertisement/commercial information channels) with same limitations as 
addressed earlier are rejected for the reasons given in the scope of claims 1-4 as disclosed above. 

Regarding claim 11, Hendricks discloses "a method of providing digital programming to 
viewers, the method comprising the steps of: creating a combined digital television signal which 
combines information reflective of regular programming and Background Commercials, the 
information reflective of the Background Commercials containing Audio-visual Information 
and/or Banner Information; transmitting the combined digital television signal over a channel to 
end users; receiving the combined digital television signal at a receiver; selecting a selected 
portion of the combined digital signal from the information reflective of the regular 
programming and the Background Commercials for display at a presentation unit; and displaying 
the selected portion of the combined digital signal on the presentation unit" (Figs. 1 & 2 for an 
interactive digital video service network, either analog and digital signal service is provided, col. 
7/line 45 to col. 8/line 30; the end user, as shown in Figure 3, uses a remote interface for 
controlling the TV and cable box or set top terminal 220 — a receiver in receiving digital stream 
signals — also as a communication device for providing upstream interactive activities to the 
network controller 214 -regarding as using "return channel" for communicating to the headend 
cable system, namely, the network controller 214; fiirthermore, network controller 214 (refer 
now to Fig. 5), includes a human operator for assisting customers/users for interactive services, 
col. 16/lines 48-61 & col. 17/lines 55-67; the user/subscriber can watch regular television/video 
program or order a special program (as in Fig. 27a & 28a-28b), and further the user can switch to 
commercial channels (in Figs. 34b & 34c, for interactive services to a shopping center, airline 
reservations, hotel reservations etc. or cable subscription services; the commercial channels 
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regarding as "background commercial channels" are separate channels from regular broadcast 
television/video services yet all regular channels and commercial channels are combined as 
digital signals and transmitted from the cable system to receiver 220 with a display TV set 222, 
see Figs. 2 & 3, Fig. 20b and col. 38/lines 15-36). 

As for claim 12-14, these claims are rejected for the reasons given in the scope of claims 
2-4 as discussed above. 

Regarding claim 15, Hendricks discloses "a receiver for an interactive digital video 
service network, the receiver comprising: means for receiving a digital signal, the digital signal 
having information reflective of a regular program and at least one Background Commercial, 
wherein the information reflective of the at least one Background Commercial contains Banner 
Information; means for decoding the digital signal and providing a first signal reflective of the 
regular program and a second signal reflective of the at least one Background Commercial; 
means for receiving the siral reflective of the at least one Background Commercial and providing 
a signal reflective of the Banner Information; and means for providing a video output signal, the 
means for providing the video output signal combining information from the signal reflective of 
the regular program and the signal reflective of the Banner Information" (Figs. 1 & 2 for an 
interactive digital video service network, either analog and digital signal service is provided, col. 
7/line 45 to col. 8/line 30; the end user, as shown in Figure 3, uses a remote interface for 
controlling the TV and cable box or set top terminal 220 — a receiver in receiving digital stream 
signals and decoding digital signals (refer to Fig. 24c and col. 12/line 35 to col. 14/line 40 for the 
set top terminal and the remote control device) — also as a communication device for providing 
upstream interactive activities to the network controller 214 -regarding as using "return channel" 
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for communicating to the headend cable system, namely, the network controller 214; 
furthermore, network controller 214 (refer now to Fig. 5), includes a human operator for 
assisting customers/users for interactive services, col. 16/lines 48-61 & col 17/lines 55-67; the 
user/subscriber can watch regular television/video program or order a special program (as in Fig. 
27a & 28a-28b), and further the user can switch to commercial channels (in Figs. 34b & 34c, for 
interactive services to a shopping center, airline reservations, hotel reservations etc. or cable 
subscription services; the commercial channels regarding as "background commercial channels" 
are separate channels from regular broadcast television/video services, see Fig. 20b and col. 
38/lines 15-36). 

As for claims 16-17 and 18-25, these claims referring to the set top terminal and its 
operation for providing output signals and whether to disable and enable the Banner is disclosed 
by Hendricks as the user can set up the display menu and preferences, and also based on the 
user/subscriber information viewing profile, the system can selectively provide the appropriate 
commercial channels to the users as discussed earlier; therefore, these claims are rejected for the 
reasons given in the scope of claims 1-15 as disclosed by Hendricks not limited to the above 
cited paragraphs but also to the entire teaching reference of Hendricks. 
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Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Hendricks et al. (US Pat. No.6,738,978 Bl) disclose a method and apparatus for targeted 
advertising. 

Hite et al. (US Pat. No. 5,805,974) disclose a method and apparatus for synchronizing 
commercial advertisements across multiple communication channels. 

Grossman et al. (US Pat. No. 5,907,321) disclose a method for transmitting and displaying an 
interchannel interval image in a cable system. 

5. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: (703) 872-9306, (for Technology Center 2600 only) 

6. Any inquiry conceming this communication or earlier communications from the examiner 
should be directed to Kieu-Oanh Bui whose telephone number is (571) 272-7291. The examiner 
can normally be reached on Monday-Friday from 9:00 AM to 6:30 PM, with altemate Fridays 
off 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Grant, can be reached on (571) 272-7294. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpubhshed 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




KB 

April 7, 2005 



Kieu-Oanh Bui 
Primary Examiner 
Art Unit 2611 



